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r/je w/|/i//VG ^ „ c , ,„ /s cowwt/wcaf / 0 . appears on the cover sheet nith the correspondence address - 

^SHO^TENED STATUTORY PER.OD FOR REPLY ,S SET TO EXPIRE _JL_ MONTH(S) FROM 

mailing date ot this communicator,. statutory minimum of thirty (301 days will be considered timely, 

earned patent term adjustment. See 37 CFR 1 .704(b). 

S ^ Responsive to communication*, filed on 

2a) □ This action is FINAL. 2b)$? This action is non-final. 

3,D Since this application is in condition for allowance except for formal ^"^P;^ 0 "^ t0 the ™«* '* 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 21 o. 

Disposition of Claims . 

\j i CT it is/are pending in the application. 

4) J2Q Claim(s) I ~~ ° 7 

is/are withdrawn from consideration. 

4a) Of the above, claim(s) 

5) D Claim (s) 

6) D Claim(s) 

7) D Claim(s) 

8) ^ Claims _ 
Application Papers 

9) G The specification is objected to by the Examiner 



is/are allowed. 

is/are rejected. 

is/are objected to. 

are subject to restriction and/or election requirement. 



10)O The drawing(s) filed on 



is/are a) □ accepted or b)D objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

. , nn ie- a)G approved b)G disapproved by the Examiner 

11) D The proposed drawing correction filed on . is. a»i_i app'" 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § § 1 1 9 and 1 20 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 1 9<a)-(d) or It). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. • 

3. □ Copies of the certified copies of tha priori* documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

1 4) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

n tot r „ a ,prn 41 □ Interview Summary (PTO-41 3) Paper No(s). 

1| [_| Notice of References Cited (PTO-8921 1 — 

r— i . „ ~ o • , , DT n oiRi 5) I"! Notice of Informal Patent Application (PT0-1 52) 

2) G Notice of Draftsperson's Patent Drawing Review (PTO-948) 1 — 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No's). 61 □ Other: ^ 
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Restriction to one of the following inventions is required under 35 U.S.C. 121 : 
I Claims 1-23 and 47-54, drawn to various solids, classified in class 210, subclass 
198.2. 

II. Claims 24-37, drawn to a method of isolating an analyte, classified in class 210, 
subclass 635. 

Ill Claims 3 8-46, drawn to a method of making a solid with reduced nonspecific 

binding, classified in class 210, subclass 656. 
The inventions are distinct, each from the other because: 

Inventions I and II are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP § 
806.05(h)). In the instant case, the product as claimed could be used in a materially different 
process of using that product. For example, the product as claimed could be used as a catalyst or 
biocatalyst in a chemical or biochemical reaction process. 

Inventions I and III are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case, the 
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product could be made by another and materially different process. For example, the product 
could be made by agglomerating an R 10 containing compound from solution. 

Inventions II and III are not related because they are different methods with different 
purposes and different steps. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

In addition to the restriction requirement, the following five elections of species are 
required: 

FLECTION I 

This application contains claims directed to the following patentably distinct species of the 
claimed invention: Each of an inorganic material without a binding moiety and without a linker, an 
inorganic material with a binding moiety, and an inorganic material without a binding moiety and 
with a linker is considered to be distinct species. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally held 
to be allowable. Currently, no claim is considered to be generic. 
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Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable thereon, 
including any claims subsequently added. An argument that a claim is allowable or that all claims 
are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of claims 
to additional species which are written in dependent form or otherwise include all the limitations 
of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

FT F.CTTON II 

This application contains claims directed to the following patentably distinct species of the 
claimed invention: Each R 10 group, such as -CH 2 OH, is considered to be distinct species. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally held 
to be allowable. Currently, claim 1 is considered to be generic. 
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Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable thereon, 
including any claims subsequently added. An argument that a claim is allowable or that all claims 
are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of claims 
to additional species which are written in dependent form or otherwise include all the limitations 
of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

FT F.CTION III 

This application contains claims directed to the following patentably distinct species of the 
claimed invention: Each inorganic material, such as silica, is considered to be distinct species. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally held 
to be allowable. Currently, claim 1 is considered to be generic. 
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Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable thereon, 
including any claims subsequently added. An argument that a claim is allowable or that all claims 
are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of claims 
to additional species which are written in dependent form or otherwise include all the limitations 
of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evince or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

FT F.CTION IV 

This application contains claims directed to the following patentably distinct species of the 
claimed invention: Each binding moiety, such as biotin, is considered to be distinct species. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally held 
to be allowable. Currently, claim 10 is considered to be generic. 
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Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable thereon, 
including any claims subsequently added. An argument that a claim is allowable or that all claims 
are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of claims 
to additional species which are written in dependent form or otherwise include all the limitations 
of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

FLECTION V 

This application contains claims directed to the following patentably distinct species of the 
claimed invention: Each linker is considered to be distinct species. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally held 
to be allowable. Currently, claim 47 is considered to be generic. 
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Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable thereon, 
including any claims subsequently added. An argument that a claim is allowable or that all claims 
are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of claims 
to additional species which are written in dependent form or otherwise include all the limitations 
of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after the election, 
applicant must indicate which are readable upon the elected species. MPEP § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

The specification lists the following references in the specification, which would 
appear to be essential for a proper examination of the application. They include: 

1) the nine references listed on page 36 of the specification. The IDS of 
December 27, 2001 indicates that the Hermanson reference was submitted. 
However, only page viii was received. 

2) the nine references listed on page 11 of the specification. 
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It would be appreciated if applicant would submit copies of these references with his 
response to this office action. Such a timely submission would enhance the quality of 
examination. In addition, if applicant submitted the copies of these references with his 
response to this office action, no fee would be required. 

Any inquiry concerning this communication should be directed to E. Therkorn at 



telephone number (703) 308-0362. 




Ernest G. Therkorn 
Primary Examiner 
Art Unit 1723 

EGT/1 2 

December 9, 2002 



